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DETAILED ACTION 

Action Background 

1. This action is responsive to the application filing, application filed on 
12/9/2003. 

2. Claims 1-20 are pending in the case, claims 1,11 and 14 are independent 
claims. 

3. Acknowledgement is made to the applicant's submission of two 
Information Disclosure Statements, filed 6/9/2005 and 9/21/2005. 

Drawings 

4. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) 
because they include the following reference sign(s) not mentioned in the 
description: 

• "26" in Figure 1. 

• "240" in Figure 2. 

• "335" and "360" in Figure 3. 

• "445" and "450" in Figure 4. 

A proposed drawing correction, corrected drawings, or amendment to the 
specification to add the reference sign(s) in the description, are required in 
reply to the Office action to avoid abandonment of the application. The 
objection to the drawings will not be held in abeyance. 
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Specification 

5. The disclosure is objected to because of the following informalities: 

• The disclosure fails to disclose those reference signs listed in 
paragraph 4 above, which are shown in the drawings. 
Appropriate correction is required. 

6. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in 
the specification. 



Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

"Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title" 

8. Claims 1-3, 5-10, 14 and 20 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

9. Regarding claims 1-3, 5-10, 14 and 20, the claimed invention fails to 
produce a useful, concrete or tangible result. The claimed invention as a 
whole must accomplish a practical application. That is, it must produce a 
"useful, concrete and tangible result" State Street, 149 F.3d at 1373, 47 
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USPQ2d at 1601-02. (See MPEP 2106.) Usefulness under the patent 
eligibility standard requires significant functionality to be present to satisfy the 
useful result aspect of the practical application requirement. See Arrhythmia, 
958 F.2d at 1057, 22 USPQ2d at 1036. Merely claiming nonfunctional 
descriptive material stored in a computer-readable medium does not make 
the invention eligible for patenting. A process that consists solely of the 
manipulation of an abstract idea is not concrete or tangible. See In re 
Warmerdam, 33 F.3d 1354, 1360, 31 USPQ2d 1754, 1759 (Fed. Cir. 1994). 
See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. 

Applicant's invention is directed toward inserting a portion of text or data 
into a document where the inserted portion of text or data carries with it it's 
own specific formatting properties. Applicant's claims describe the steps 
taken to manipulate (i.e. selecting, applying data, applying XML markup, 
inserting, parsing, determining and associating) the non-functional descriptive 
material (i.e. the portion of text), but fail to describe a significant functionality 
for the processed portion of text. However, the specification and claims 4, 11- 
13 and 15-19 include a displaying step, which provides a significant 
functionality (i.e. presenting to a user), which is statutory under 35 USC 101. 
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Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

"A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the United 
States only if the international application designated the United States 
and was published under Article 21(2) of such treaty in the English 
language" 

11. Claims 1-4, 10, 11, 13-15 and 20 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Takizawa et al. US Patent Publication 2004/0019853, 
filed 7/17/2003, published 1/29/2004 (hereinafter Takizawa). 

12. Regarding independent claim 1, Takizawa discloses selecting text from 
a first document for use in a second document. Takizawa discloses selecting 
a first portion of text in a first document. Takizawa recites: TIG. 5B is an 
explanatory view showing a screen in selecting "transition of stock price" from 
the list of contents" (paragraph 27). Takizawa discloses applying data to the 
selection of text and applying XML markup to the selection of text for 
formatting apart from any data applied to the text in the first or subsequent 
documents. Takizawa recites: "When the selection operation is completed, 
menu data selected by the client (in this case, data indicating the type of the 
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filing document) is transferred, and contents list data (contents list generation 
information) of the corresponding filing company data (XML format data) is 
extracted based on judgment of the management program" (paragraph 101). 

13. Regarding dependent claim 2, Takizawa discloses inserting the selected 
text into a second document, and parsing the second document for data 
required for the second document after inserting the selected text. Takizawa 
recites: "When the recognizing of the specific data is possible, it is first 
possible to designate "to insert the table after this sentence" or "to insert the 
sentence before the table" (paragraph 114). 

14. Regarding dependent claim 3, Takizawa discloses determining the data 
applied to the selected text from the first document. Takizawa recites: "When 
the selection operation is completed, menu data selected by the client (in this 
case, data indicating the type of the filing document) is transferred, and 
contents list data (contents list generation information) of the corresponding 
filing company data (XML format data) is extracted based on judgment of the 
management program" (paragraph 101). 

15. Regarding dependent claim 4, Takizawa discloses applying the data 
applied to the selection of text in the first document to the selection of text in 
the second document. Takizawa recites: "an editing management function 
portion which edits document data (XML) based on predetermined 
information input from the client terminal via the server; a data conversion 
function portion (XSLT, CSS) which converts the data format for use in the 
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client terminal so as to match the data format with the format of the document 
data 11 (paragraph 21). Takizawa discloses displaying the second document 
with the inserted text having the formatting preserved from the first document. 
Takizawa recites: "Additionally, since the extracted contents list data has the 
XML format, the data cannot correctly be displayed/output in the browser 
present on the client side as such. Therefore, here XSLT (i.e., software which 
converts XSL as a style sheet description language for XML) is used to 
convert the contents list data of the XML format into the HTML format. 
Thereafter, the contents list data converted into the HTML format, and client 
processing software are sent to any one of the client terminals 14, 16, 18, 20 
on the client side from the server 12. Moreover, the contents list data is 
displayed in a format shown in (start screen: FIG. 5A) (Step 4)" (paragraph 
102). 

16. Regarding dependent claim 10, Takizawa discloses associating the 
selected text with an XML schema file for providing a definition of the XML 
markup and parsing rules for understanding the xml tags. Takizawa recites: 
"an editing management function portion which edits document data (XML) 
based on predetermined information input from the client terminal via the 
server; a data conversion function portion (XSLT, CSS) which converts the 
data format for use in the client terminal so as to match the data format with 
the format of the document data" (paragraph 21). 
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17. Regarding independent claim 11, the claim is substantially the same as 
claims 1-4 combined, and is rejected using the same rationale. 

18. Regarding dependent claim 13, the claim is substantially the same as 
claim 10, and is rejected using the same rationale. 

19. Regarding independent claim 14, the claim is directed toward a 
computer-readable medium for the method of claim 1, and is rejected using 
the same rationale. 

20. Regarding dependent claim 15, the claim is directed toward a computer- 
readable medium for the method of claims 2-4 combined, and is rejected 
using the same rationale. 

21. Regarding dependent claim 12, the claim is substantially the same as 
claim 10, and is rejected using the same rationale. 
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Claim Rejections - 35 USC § 103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made. 

23. Claims 5-9, 12 and 16-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takizawa. 

24. Regarding dependent claims 5 and 6, Takizawa anticipates parsing the 
second document with the selected/inserted text according to the data (claim 
5) so that the text is formatted according to the data applied to the text in the 
first document (claim 6). Takizawa recites: "conversion means (data 
conversion function portion 12c of the authoring management program (CSS, 
XSLT, XML parser, DOM)) for converting the XML format data edited by the 
editing means into the HTML format data (i.e., data format for use in the 
terminal devices 14, 16, 18, 20 on the client side)" (paragraph 84). Takizawa's 
invention takes text from an XML document and converts into text for an 
HTML document, where the formatting is maintained after the text is inserted. 
Takizawa fails to disclose the second document as XML, however XML and 
HTML are both markup languages, where tags are used to handle formatting, 
and a parser processes the markup language to produce a displayable 
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document. Therefore, it would have been obvious, to one of ordinary skill in 
the art, at the time the invention was made, to maintain formatting 
characteristics of a portion of text that was inserted into an XML document, in 
order to provide a duplicated look of the text as was in the original document. 

25. Regarding dependent claims 7-9, Takizawa anticipates adding a tag to 
selected text to indicated the formatting (claim 7), where the formatting is the 
same as in the first document (claim 8), and where the tag used is a 
<cfChunk> tag (claim 9). Takizawa recites: "The display information changing 
section 101 receives the identification information indicating an item 
constituting an edition object, Which is transmitted from a client computer, and 
edit information indicating an edition content of the item constituting the 
edition object. Moreover, the section uses the received identification 
information as a key to acquire the display information of the XML format from 
the matching list 12e t and changes the acquired display information of the 
XML format so as to obtain the edition content indicated by the received edit 
information" (paragraph 136). While Takizawa uses an indicator, Takizawa 
fails to describe the indicator as a tag, or that the tag would be given a 
specific value. However, formatting indicators in markup language documents 
take the form of tags. Furthermore, applicant's disclosure teaches that: "the 
element <cfChunk> is illustrative of an infinite number of names that could be 
provided to the element (page 22, lines 18-19 of the originally filed 
disclosure), and hence would have been obvious to use any tag name to 
indicate the inserted text. Therefore, it would have been obvious, to one of 
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ordinary skill in the art, at the time the invention was made, to use an 
indication, as taught by Takizawa, in the form of a tag, because tags are used 
in markup language documents to indicated formatting characteristics. 

26. Regarding dependent claim 12, the claim is substantially the same as 
claim 9, and is rejected using the same rationale. 

27. Regarding dependent claims 16-19, the claims are directed toward a 
computer-readable medium for the method of claims 5-8, and are rejected 
using the same rationale. 
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Conclusion 



28. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Gregory J. Vaughn whose telephone 
number is (571) 272-4131. The examiner can normally be reached Monday to 
Friday from 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Stephen S. Hong can be reached at (571) 272-4124. 
The fax phone number for the organization where this application or 
proceeding is assigned is (571) 272-2100. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 




